'11/11/2004 15:54 FAX 



©001/013 



Morrison & Foerster llp 

Attorneys at Law 
755 Page Mill Road 
Palo Alto. California 94304-1018 
Telephone: (650) 813-5600 
Facsimile: (650) 494-0792 



RECEIVED 

CEMTRAL FAX CENTER 

NOV 1 1 2004 



To: 



Namk: 


Facsimile: 


rELErilONK: 


Mail Stop AmeadmcDt 

U.S. Patent and Trademark Office 


(703) 872-9306 


(703) 305^0707 


From: Nomian R. Klivans 


Date: November 1 1» 2004 



Number of payes with cover page: 



13 



Preparer of this slip has confirmed that facsimile number given is correct; I0349/mlp2 

C: A UT I ON - CON Fl I) K NT 1 A ! . 

I his fucsjmile contains cont'idenlial inlorrtiation which may jitso he privileged. Unless you iire liic nddrcs.scc (or 
authorized to receive for the addressee), you may not copy, use, or distribute it. If you have received it in enor. 
please advise Morri:>on & Foerutcr LLP inuncdiately by telepiione or facsimile and return ii promplly by maih 

Comments: 



Attorney Docket No,: 136922002300 
Groiip An Unit: 2171 
Bxamincr: P, Santos 
Application No.: 09/490,836 
Filini5 Dale: January 25, 2000 
lnventor(s): John O. RYAN ct al. 

Titlc; METHOD AlSiD APPARATUS FOR CARRYING DATA VVrf H A VIDOO SIGNAL SO 
TT-TAT THE DA TA IS NO T RECORDED 

Pilpcrji; enclosed: 

L Transmital Form (1 page) 

2. Siipplemonlal hifornialion Disclosure Statement (3 pages) 

3 . Fonn PTO- 1 449 4- copy (2 pages) 

4. One (I) reference 



pa-934994 
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U.S. Potent an<S Tmdemort^ < 
xmci to n coPoci'cvi at mtdrtnMlon 


PTOfSwZi (Qy-O*) 
kjruho IftfCAtoh 07/31fi!t)05. OT/B 0631-003t 
3tltef?; U.n.OEPARTMENTOFCOMMtlRCe 
unless itdisplivTi n vntw corrtrol nunibor. 


TRANSMITTAL 
FORM 

(to bo used for alt corTv::pond*ti)Cit aflorlnHijt Cftng) 


Apptotton NumbOf 


09/490,836 


Ptfinci Dote 


January 25, 2000 


FiTBt Namud Invenior 


John O. RYAN 


Art Urill 


2171 


Examiner Namti 


P. Santos 


Totoi Number oJ Pagos in This Submis?;ion 


/ 1" 1 
ref. 


Aaofnoy Docket Numbor 


136922002300 



ENCLOSURES {Check qH that appty) 



j j Fuu Tronsmitt:il Fofm 
! I Htxj Aiuicnco 

[ j Amon<lmonl/Reply 
I^AJtorPlnnl 



t 



ACrifl;i\/il:;Mccl;u;illoo(r.) 



I j Extension o( Time Rcquo^t 

ExprcGG Abnndnnrm^nl RoQUOSt 

triirniin.-riKjii nir.rJnsnrc Statement 
^ (Supplcmontol) (3 pOQfls) 

r I Cnrtifiod Copy Of fHority 

□ KOply to MiSSinf] P.irtF./ 
Incomplete Applir,t^tlon 

r™ 1 Rnply to MiJisiog Pans undRr 
I i37CI"Rl.G2of 1.53 



I |Dr:jwncj(-J) 

I I Licnnr»ing-reblui) Papors 

I j Potilion 

□ F''etition 10 Convert 10 0 
Provlsmn;i( Application 

J OkiixJii <>i OjrrfjRpondBnct? A<iO<tt;'-s 

j J Terminal Discl:iifnef 

j I Roquc'jl for RclufKl 

I I CD. Nu»it?or ot CI:j(s) 



I I Lonfi.ocape Tnhle on CD 



II Aflor Allowance Conimunicntlon 
ho i <: 

□ Appeal CommunicciliQn to Board of 
ApperiiTi and inlorlurcnccii 

□ Appexit Comrnnnicollon to TC 
(Appeal Notico, Ortef. Reply BrieO 

[^j Pjopriotary Inforniijiiun 



□ 



mOlhcf ErvcloMirefr.) (ptfl.v.ft 
IrtiiPtify bolow): 

Fomn PTO-14/19 copy (2 pages) 

One (1) ref*Hronc9 

Fax Cover Sheet (1 

page) 



RomarKs 



SIGNATURE OF API>LICANT. ATTORNEY, OR AGENT 



}r\rm Nama 
or 

-Si'iffOii.iJ'O 

PrrntntJ [wme 
Dale 



IVtORRISON 8^ FOF.RSTER LLP (Customer No. 2G22G) 
Norm^in R. Klivans - 33,033 



Norman R. Klivrin.s 




November 11, 2004 



Reg. N<i 



33.003 



I \i%:ichy ccitil'y tl«ti lilts corr«;jMin<ifiKv is hcir)|t fftcsimilc ti^wniittcti to Ihc Hiilcni \\m\ Tirulonaik {Jlfitx, fiicsiniik: mi. {7()3> S72-'.»."»O0. on iJwrittfc 
Dni»Nl: Novcttihcr Jj^ 2004 Si^mituru: .^X.^L^i J2L.,„^„|2^^ J'ullisun) 



P3-934989 
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PATENT 
Docket No. 136922002300 
Client Ref. 183 



I hereby ccrtity that this correspondence U being facsimile transmiucd to Ihc Paient arul TrotJctinrk OflTcc, facsimnc no. (703) an the kI^x^k 

sliown below. 

_ (Mac l^itison) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In the application of: 

John O. RYAN ct al. 



Serial No.: 09/490,836 

Filing Dale: January 25, 2000 

For: MirniOD AND APPARA TUS FOR 
CARRYING DATA WITH A VIDEO 
SIGNAL SO THAT THE DATA IS NOT 
RECORDED 



SIJPPKKMKN IVVL INFORMATION F>ISCLOSURE 
S FATEMENT UNDE R 37 C.F.R. § 1 .97 & 1 -9» 

MS Aincndnicnl 
Commissioner for Patents 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 



Dear Sir: 



PiirsiiMMl In 37 C.F.R. § 1.07 ;ind § Applic:inls stibmil for considemtion in l!ie 
abovc-idcnlificd application the document listed on the aUacht-d Fonn'P1'0-l449. A copy oflhc 
docunicnl is also .mihmiltoil bcicwilh. TIjcExaniincr i^; rcqucslcd to make this liocumenl of 
record. 



[ixomincr: P. Santos RECEIVED 
Gioup An Unit: 2171 CENTRAL FAX CENTER 

NOV 1 1 2004 
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rhc clocumeni listed on the atlijchcd Korm P TO- 1449 was cited in ('ommunicution from 
the JapHnesc Patent Office mailed on Seplemeber 7, 2004 (copy attociicd) directed to ;i 
counterparl foreign applicntion ajul was not previously stibmiUed. 

llm Supplemental Information Disclosure Statement is submitted: 

I I Belbrc the mailing oi'a lirsl Onice Action nffcr the filing of n Requesi for Continued 

Fxaminaljon under § 1.114. 
Q Within three months of the application filing date or before njailing of a first OOlce 

Action on the tnerits; aecordinjily, no fee or separate requirements iue retjuircd, 
S After receipt of a first Ofilcc Action on the merits but before mailing of a fmal Office 

Action or Notice of Allovviuiee. 

I I A fee is required. A cheek in the amount of _ _ is enchased. 

Q A fee is reiiuired. AeeordinL»ly, a Fee Traasmiltal form (PTO/SB/1 7) is atliiched 

to this submission in duplicate, 
[x] A Ccilincalion under 37 C\F.R. j:? 1.97(e) is provided below; accordingly: no fee 

is believed to be due. 

Q After mailing of a final Office Action or Notice of Allowance, but before payment of the 
issue fee. 

Q A CertiHcalion under 37 C.I'.R. § 1 .97(e) is provided below and a cheek in the 

amount of is enclosed. 

Q A Certification under 37 C.I'.R. § 1.97(e) is provided below and a Fee Transmittal 

fonn (p ro/SB/ J 7 is attached lo this submission in duplicate/} 

CcNificarc ofPrompi Filing uiuler 37 C F.R, 1.97(c)(1) 

I hereby eerUfy thai each item ofinlbrmalion was first cited in any comnuu)icaiit)n from 
a foreign patent oflTce in a counterpait foreign application not more than tha?e monllis prior io 
the filing of this Supplemental Information Disclosure Statement. 



Serial No. ()!^M!>0.S36 
D(.KkcT No. I .■'<i922002.?00 



pa-932991 
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Applicanis vvould appreciate the Examiner initinling nnd rciurniog ihc Form P 1 0-1449, 
indicaUng lhal the infomiation has been considered and made of record herein. 



The iiUbrnuUion contained in this Supplemental Infonnalion Disclosure Stalemcnt under 
37 C.F.R. § .1.97 and § 1 .9iS is not to he construed as a representation that: (i) a complete search 
has been mtide: (ii) additional inl'onnation material to the examination of tlus application does 
nol exist: (iii) the information, protocols, results and the hko reported by third parties are 
accurate or enabhng; or (iv) the above infonnalion constitutes prior art lo the subject invention. 

hi the unlikely event that the transmittal form is separated from this document and the 
Patent OUke determines thoT an extension and/or other rel ief is required, AppHcants pelilion for 
any required relief inckiding extensions of time and auihori/c the Commissioner to cliarge the 
cost ol such petitions and/or other fees due in connection with the ftling of tin's document to 
Deposit Account No. (13-1952 referencing 136922002300. Mowcver, the Commissioner is not 
authorized to charge the cost of the issue fee lo the Deposit Account. 



l')ated; Noven)ber //,2004 



Respectfully submitted, 




Norman R. Klivnns, Jr. 
Regisirntion No. 33.003 



Morrison & FoerstcrM..r 

755 Paue Mill Road 

Palo Alto, California 94304-101 S 

Telephone: (650) 813-5850 

I'acsimile: (650) 494-0792 



3 



-Serial No. 0'>/49().8.^6 
Docket No. 136922002300 



pa-*)r.2t>0l 
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P i O/SB/08 (04-03) 
Sheet Ion 



Form PTO-1449 


Docket NwmHcr 1.3^.023002100 


Applicalion Nitmhcf nQMQ0.K3(i 


IMFORMATION DISCLOSURE CITATION 


Invcntorts) 




IN AN APPLICATION 


inhnO. KYAN ci ul. 


tUsi' several sheets if necessary) 


Filin;; l>iUc Janunry 25. 2000 


Gj-otip Art Unil 2(71 




M.^ilin^! Dale NV»vcnibci if / 2004 


nAmnirtci K«u»c P. .Sftntos 



U.S. PATENT DOCUMENTS 



Examiner 
Initials 


No. 


(MM/DlVYYYY> 


LXKumcnl No, 


Name 


Filing DhIc If 
Appropriate 















Examiner 


Rcr. 


Publication Date 


Document No. 


Country 


Translation 


Initials 


No. 


(MNUDLVYYYY) 






YES 


NO 




1. 


02/25/1904 


06-054289 


Japan 


X 





FOREIGN PATENT DOCUMENTS 



o n ILR DOCUMENTS 



(iftcfuiimy /1tithi»\ TUh, Date, f\'tfmt^fiT 



Examiner 
Initial.^ 


Kef. 
No. 


Title 









EXAMINER: 



DATE CONSIDERED: 



KXAMINFiR; Initial if citation considered, whether or not ihc citation cont'orm.^ with MI'KP 609, Draw a line through the citiiiton if not in 
conformance and not considered. Include a copy of this form with next communicaiiort tt> applicant. 



J'atcnt and Trndcjnark OfCcc; li s. DRPARTNlEN r OF COMMERCE 
pjt- 933008 
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This Page is Inserted by IFW Indexing and Scanning 
Operations and is not part of the Official Record 



Defective images within this document are accurate representations of the original 
documents submitted by the applicant. 

Defects in the images include but are not limited to the items checked: 

□ BLACK BORDERS 

□ IMAGE CUT OFF AT TOP, BOTTOM OR SffiES 



□ BLURRED OR n.LEGIBLE TEXT OR DRAWING 

□ SKEWED/SLANTED IMAGES 

□ COLOR OR BLACK AND WHITE PHOTOGRAPHS 

□ GRAY SCALE DOCUMENTS 

□ LINES OR MARKS ON ORIGINAL DOCUMENT 

□ REFERENCE(S) OR EXHIBIT(S) SUBMITTED ARE POOR QUALITY 

□ OTHER: 

IMAGES ARE BEST AVAILABLE COPY. 
As rescanning these documents will not correct the image 
problems checked, please do not report these problems to 
the IFW Image Problem Mailbox. 



BEST AVAILABLE IMAGES 




FADED TEXT OR DRAWING 



